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- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Specification 

1. The disclosure is objected to because of the following informalities: Lines 20 - 23 of 
page 2 are repeated on page 3, lines 1-3. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 1 - 5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. With regard to Claim 1, the phrase 'polyester - based' is indefinite, as its meaning 
is unclear. For purposes of examination, the phrase will be assumed to mean 'polyester.' The 
abbreviation 6 wt%' is indefinite as it has not been defined. For purposes of examination, the 
phrase will be assumed to mean 'weight percent.' The phrase 'as a principal component' is 
indefinite, as its meaning is unclear. For purposes of examination, the phrase will be assumed to 
mean 'a polymeric component.' The phrase 'external particle' is indefinite as its meaning is 
unclear. For purposes of examination, the phrase will be assumed to mean any particle. The 
abbreviation 'g' is indefinite, as it has not been defined. For purposes of examination, the 
abbreviation will be assumed to mean 'grams.' The phrase 'a slipperiness in the range of 300 to 
800 grams' is indefinite, as it is unclear how 'slipperiness' is can be measured in grams, a unit of 
mass. A test for measuring 'slipperiness' is also not discussed in the specification. 
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4. Claims 2 - 5 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The term 'includes 5 is indefinite, as its meaning is unclear. For purposes of 
examination, the term will be assumed to mean 'comprises.' 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1 - 2 are rejected under 35 U.S.C. 102(b) as being anticipated by Shikama et al. 
(U.S. Patent No. 5,718,953). 

With regard to Claims 1 - 2, Shikama et al disclose a heat - shrinkable tube (column 1, 
lines 45 - 49) for covering a condenser (column 5, lines 58 - 64), comprising a polyester resin 
(column 3, lines 44 - 54) and 2% by weight (column 4, line 16) of a particle (silica; column 3, 
lines 55 - 67) having a diameter of 0.5 jam (column 4, line 2). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 3 - 5 are rejected under 35 U.S.C 103(a) as being unpatentable over Shikama et 
al. (U.S. Patent No. 5,718,953) in view of Kuze et al (U.S. Patent No. 4,454,312). 

Shikama et al disclose a polyester composition as discussed above. With regard to Claims 
3-5, Shikama et al fail to disclose a composition comprising 80 to 99% weight percent of a 
copolymer resin comprising 1 to 15 mol % of polyethylene naphthalate and 85 to 99 mol % 
polyethylene terephthalate and having an intrinsic viscosity of 0.65 to 1.0 dl/g, 1 to 20% of a 
resin comprising polybutylene terephthalate, a pigment, and 0.01 to 1.1% by weight of a metal 
salt of benzoic acid. 

Kuze et al teach a polyester composition comprising 100% by weight of a copolymer of 
polyethylene terephthalate, polyethylene naphthalate and polybutylene terephthalate (column 2, 
lines 31-51) having an intrinsic viscosity of 0.638 dl/g (column 8, lines 34 - 49), a pigment 
(titanium dioxide; column 1, lines 21-32) and a metal salt of benzoic acid (potassium benzoate; 
column 3, line 57) for the purpose of obtaining a composition having excellent slip properties 
(column 1, lines 8 - 20). The desirability of providing for 100% by weight of a copolymer of 
polyethylene terephthalate, polyethylene naphthalate and polybutylene terephthalate, a pigment 
and a metal salt of benzoic acid in Shikama et al, which is a polyester composition, would 
therefore be obvious to one of ordinary skill in the art. 

It therefore would have been obvious for one of ordinary skill in the art at the time 
Applicant's invention was made to have provided for 100% by weight of a copolymer of 
polyethylene terephthalate, polyethylene naphthalate and polybutylene terephthalate having an 
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intrinsic viscosity of 0.638 dl/g, a pigment and a metal salt of benzoic acid in Shikama et al in 
order to obtaining a composition having excellent slip properties as taught by Kuze et al. 

Kuze et al fail to teach a composition comprising 1 to 1 5 mol % polyethylene 
naphthalate, and 85 mol % polyethylene terephthalate, and 1% polybutylene terephthalate, and 
an intrinsic viscosity of 0.65 to 1 .0 dl/g, and 0.01 to 1.1% by weight of a metal salt of benzoic 
acid. However, Kuze et al teach a copolymer comprising 33 mol % polyethylene naphthalate, 
polyethylene terephthalate, and polybutylene terephthalate (column 2, lines 31 - 51), an intrinsic 
viscosity of 0.638 dl/g (column 8, lines 34 - 49) and at least 0.001% by weight of a metal salt of 
benzoic acid (the composition comprises benzoic acid; column 3, line 57). Therefore, the 
amounts of components in the copolymer, the intrinsic viscosity and the amount of metal salt 
would be readily determined through routine optimization by one having ordinary skill in the art 
depending on the desired end use of the product. It therefore would be obvious for one of 
ordinary skill in the art to vary the amounts of components in the copolymer, the intrinsic 
viscosity and the amount of metal salt, since the amounts of components in the copolymer, the 
intrinsic viscosity and the amount of metal salt would be readily determined through routine 
optimization by one having ordinary skill in the art depending on the desired end result as shown 
by Kuze et al. In re Boesch andSlaney, 205 USPQ 215 (CCPA 1980). 

With regard to the claimed aspect of the polybutylene terephthalate being 'melted with a 
pigment,' the scope of the claims falls within the limitations of Shikama et al and Kuze et al as 
discussed above. The method of making the polyester composition (product - by - process) is 
given little patentable weight. Applicant would need to demonstrate, by verified showing, the 
unexpected advantages accruing from the method of making as claimed. 
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Conclusion 



9. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Marc Patterson, whose telephone number is (703) 305-3537. The 
examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 PM. If 
attempts to reach the examiner by phone are unsuccessful, the examiner's supervisor, Harold 
Pyon, can be reached at (703) 308-4251. FAX communications should be sent to (703) 872- 
9310. FAXs received after 4 P.M. will not be processed until the following business day. 



Marc A. Patterson, PhD. 
Art Unit 1772 




